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REMARKS 

Reconsideration of the application is respectfully requested in view of the foregoing 
amendments and following remarks. 

Status of the Application 

Claims 1-21 are pending. Claims 4-6 and 9 are canceled without prejudice, and 
claims 1-3, 8, 11, 13, and 17-21 are amended. No additional subject matter is added by this 
amendment. 

Summary of the Office Action 

Claims 1-3, 8, 11-21 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. ' 
Patent No. 6,439,71 1 to Carlini et al. ("Carlini") or Patent No. 6,383,561 to Moffat et al. 
("Moffat"). 

Claims 4-7 and 9-10 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Carlini or Moffat. 

Discussion of Rejections 

As a general comment, applicants have canceled claims 4-6 and 9 without prejudice. 
The cancellation of these claims by applicants should not be deemed to be an acquiescence in 
the examiner's rejections, or in the rationale underlying these rejections. 

Rejection of Claims 1-3, 8, 11-21 Under 35 U.S.C J 02(b) 

At the outset, applicants note that the rejection under 35 U.S.C. § 102(b) is improper. 
The publication date of Carlini is August 27, 2002, and the publication date of Moffat is May 
7, 2002. As the present application claims priority to U.S. Provisional Application No. 
60/416,565, filed on October 7, 2002, the Carlini and Moffat patents do not constitute prior 
art under Section 102(b), but, instead (if at all) under Section 102(e). 

In this regard, an anticipation rejection based on Carlini or Moffat is overcome in 
view of the amendment to the claims. Neither Carlini nor Moffat discloses a d-s-alkylene 
bridge substituted with at least one fluorine atom optionally further substituted with at least 
one alkyl group substituted with a fluorine-containing-group. Carlini and Moffat instead 
disclose a 3,4-ethylene dioxythiophene monomer that may be substituted by Ri, R2, R3., and 
R4. The Ri, R 2 , R3, and R4 substituents are described as constituting a large number of 
groups, but not fluorine or halogen. See, e.g., Carlini, col. 31, lines 12-60 and Moffat, col 
29, line 44 to col, 30, line 25. 
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As Carlini and/or Moffat fail to disclose each and every element of the claims, 
applicants submit that the anticipation rejection is not appropriate. 

Moreover, neither Carlini nor Moffat motivate one skilled in the art to make changes 
to the compounds disclosed therein which would be necessary to provide the claimed 
invention* The absence of any disclosure in these references of using fluorine (or a halogen) 
in the substituents, as required by the claims, supports a conclusion of non obviousness. In 
short, there is no teaching in the prior art references themselves to change the compounds 
disclosed therein to provide the claimed compounds which, inter alia, include a Ci.s-alkylene 
bridge substituted with at least one fluorine atom and at least one alkyl group substituted with 
a fluorine-containing-group. 

Rejection of Claims 4-7 and 9-10 Under 35 US.C 103(a) 
The rejection under 35 U.S.C. § 103(a) is considered improper. As previously 
discussed, the Carlini patent the Moffat patent only qualify as prior art (if at all) under 35 
U.S.C. § 102(e). As such, the appropriate section of 35 U.S.C. § 103 which may form the 
basis for the rejections is 35 U.S.C. § 103(c). 

Claims 4-6 and 9 are canceled, rendering the obviousness rejection of these claims 

moot. 

Turning to claims 7 and 1 0 9 it is alleged in the Office Action that "the disclosures of 
the references [Carlini and Moffat] differ from the instant claims in that they do not disclose a 
specific thiophene, as in the claims." See Office Action, p. 3, paragraph 4. Additionally, it is 
alleged that "said claimed thiophenes are included in the broad teachings of the references 
with so many variables." See Office Action, p. 3, paragraph 5. 

Applicants respectfully traverse this rejection because the claimed thiophenes are not 
included in the broad teachings of the references. The thiophene recited in claim 7 is 3,3- 
difluoro-3,4-dihydro-2H-thieno[3 3 4-6][l,4]-dioxepine, and the thiophene recited in claim 10 
is 3,3-difluoro-3 > 4-dihydro-2H-thieno[3 s 4-A][l > 4]-dioxepine. As previously discussed, 
neither Carlini nor Moffat provide any teaching concerning the inclusion of fluorine in the 
compounds disclosed therein in the manner of the present invention, and thus cannot be fairly 
said to motivate one skilled in the art to provide the claimed subject matter, which includes, 
among other limitations, a compound having a Ci-s-alkylene bridge substituted with at least 
one fluorine atom optionally further substituted with at least one alkyl group substituted with 
a fluorine-containing-group, such as the thiophenes specifically recited in claim 7 and 10. 



7 



PAGE 10/11 4 RCVD AT 1/19(2005 5:48:58 PM [Eastern Standard Time] * SVR:USPT0€FXRF-1/2 * DNIS:8729306 * CSID: * DURATION (mm-ss):03-00 



JAN. 1 9. 2005 5:46PM 



LVM 312 616 5700 



NO. 7774 P. 11 



In re Appln. of GROENENDAAL et al. 
Application No. 10/680,546 

Since Carlini and Moffat, alone or in combination, fail to teach or suggest the 
invention as recited in claims 7 and 10, the obviousness rejection is improper. Applicants 
respectfully request withdrawal of the obviousness rejection, 

Conclusion 

The application is considered in good and proper form for allowance, and the 
Examiner is respectfully requested to pass this application to issue. If, in the opinion of the 
Examiner, a telephone conference would expedite the prosecution of the subject application, 
the Examiner is invited to call the undersigned attorney. 



Respectfully submitted, 




Christopher T. Griffit^\jfeg: No. 33,392 
LEYDIG, VOlt &MAYER, LTD. 
Two Prudenpal Plaza, Stoite 4900 
1 80 North StetfSn Ayehue 
Chicago, Illinois-^OBOl-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (facsimile) 



Date: January 19, 2005 



Amendment or ROA - Regular (Revised 1 1 -25-04) 
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